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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 9/24/04 has been entered. 

Response to Arguments 

2. Applicants arguments with respect to claims 1-12 have been considered but are moot in 
view of the new ground(s) of rejection. 

3. In the response to the last office action, the applicant changed the scope of the claims by 
adding "monitoring over a period of time" to all independent claims. The examiner 
acknowledges that no new matter has been added by this amendment. 

4. For this office action, the examiner will be modify the original rejection by combining 
Shobu and Baugher to handle the case of perpetual monitoring. Thus, the old rejection is 
replaced. 

5. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "a plurality of 
clients") are not recited in the rejected claim(s). Although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The applicant uses a plurality of 
clients as part of a definition of the server embodiment, but the claims clearly are drawn to "one 
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or more terminal devices" connected to "one or more digital service units." Therefore, the 
claims as drawn may have only one client. 

6. As stated in the Webster Online Dictionary (remarks section of RCE, P. 10, footnote), a 
server is "a computer in a network that is used to provide services (and data) to other computers 
in the network." In the art, however, a computer may act as a server in some situations and as a 
client in others, and therefore does not take a "central computer" role per se. In this case, Shobu 
teaches that data is transmitted between a calling terminal and a called terminal in response to 
requests and connection setup (col. 3, line 35 - col. 4, line 40). In other words, Shobu clearly 
describes a client-server interaction for that particular activity, and therefore fulfills the 
definition described in the quoted dictionary definition. That is, the calling terminal provides a 
service to the called terminal over a network, and therefore the calling terminal is a server and 
the called terminal is a client. 

7. The examiner maintains the rejection that Shobu discloses monitoring means, but agrees 
that Shobu does not expressly disclose the method of monitoring over a period of time. As such, 
a secondary reference teaching this item in detail has been added. 

8. In response to the issue regarding the phrases "functionally equivalent" or "would be 
obvious," in a 102 setting, the examiner notes that he did not use such phrases during the 102(b) 
rejection. The examiner does use them in the response to arguments section (P. 3, Paragraph 4) 
solely to discuss the background of notification messages, and did not intend the aspect to 
become part of the actual rejection (P. 4, Paragraph 5) that Shobu did indeed expressly disclose 
the notification method. 
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9. Regarding the issue of "announcing a data transmission time" and "determining 
allowance and non-allowance" Shobu clearly teaches these through the handling of SETUP and 
CONN messages, of which the announcement and determination are clearly present (col. 3, line 
35 - col. 5, line 15, esp. col. 4, lines 30-45). 

Claim Rejections - 35 USC § 112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

11. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

12. Where applicant acts as his or her own lexicographer to specifically define a term of a 
claim contrary to its ordinary meaning, the written description must clearly redefine the claim 
term and set forth the uncommon definition so as to put one reasonably skilled in the art on 
notice that the applicant intended to so redefine that claim term. Process Control Corp, v. 
HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. Cir. 1999). The term 
"time zone" in claims 2, 3, 6, 8, 9, and 12 is used by the claim to mean "a period of time", while 
the accepted meaning is "a set of locations within the same time zone." The term is indefinite 
because the specification does not clearly redefine the term. 

13. To explain further, a time zone is a location set, i.e. Eastern Time Zone, Pacific Time 
Zone, etc. As the claims stand, this means that a server in DC might send data over the B- 
channel, while a server in San Francisco might not. Based upon some specification clues, 
especially those indicating the possibility of a server moving from a non-acceptable time zone to 
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an acceptable time zone, the examiner assumes for the sake of this office action that the applicant 
means a time set, i.e. that the server may transmit at 10 AM but not 6 PM. The examiner 
requests clarification on this matter. 

14. The term "corresponding one or at least two digital service units" in claims 1, 6, 7, and 12 
is a relative term which renders the claim indefinite. The term "one or at least two" is not 
defined by the claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. The problem is that there are two ranges from which to choose from, leading to 
indefiniteness in regards to the embodiment. The applicant should consider substituting this 
phrase with either "corresponding one or more units" or "corresponding at least one unit". 

15. Claims 2-5 and 8-1 1 inherit this deficiency. 

Claim Rejections - 35 USC §103 

16. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

17. Claims 1, 7 are rejected under 35 U.S. C. 103(a) as being unpatentable over Shobu et al. 
(5,692,130) in view of Baugher et al. (5,701,465). 

18. For claim 1, Shobu teaches a server-client type system (abstract; col. 1, line 5 - col. 2, 
line 40) in which a terminal device on a client side (Fig. 4, Called Terminal) is connected to a 
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server (Fig. 4, Calling Terminal) through an ISDN network (Fig. 1; Fig. 4) and corresponding 
one or at least two digital service units (Fig. 9), wherein 

a. Said server comprises: 

i. Notification means for notifying, when a large volume of data to be 
transmitted whose volume is not less than a predetermined value is generated, to 
said terminal device as a transmission destination to the effect that the large 
volume of data is to be transmitted by the D-channel packet exchange (col. 3, 
lines 43-55; col. 4, lines 42-64); and 

ii. Transmission means for, after the reception of a data transmission timing 
signal from said terminal device, starting transmission of said large volume of 
data using a B-channel to cause the terminal device to download the large volume 
of data (col. 6, lines 15-41), and 

b. Said terminal device comprises: 

iii. Monitoring means for monitoring a state of a free B-channel line of all 
ISDN communication devices on the client side connected to said digital service 
unit to which the terminal device in question is connected upon receiving said 
notification of transmission of the large volume of data from said server (col. 5, 
lines 58-67); and 

iv. Transmission allowance notifying means for notifying said server of said 
data transmission timing signal by the D-channel packet exchange at timing not 
preventing use of a B-channel line with the help of said monitoring means (col. 6, 
lines 1-4). 
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19. Shobu does not expressly disclose that the monitoring means monitors, over a period of 
time, a state of a free B-channel line. Shobu does disclose some uses that show that such 
monitoring may be part of certain embodiments (col. 7, line 5 - col. 8, line 25, esp. col. 8, lines 
13-20). Baugher teaches a method (abstract; col. 1, line 5 - col. 2, line 67) for providing 
resource reservation (col. 1, lines 29-31; col. 6, lines 4-45) for a client-server network (Fig. 2; 
col. 1, lines 35-65; col. 2, lines 5-10; col. 4, lines 10-20) in an ISDN network (col. 4, line 27) in 
which the network is clearly monitored over a period of time in order to handle QoS activities 
(col. 9, line 45 - col. 11, line 40). At the time the invention was made, one of ordinary skill in 
the art would have used a Baugher real-time monitoring system is Shobu in order to ensure 
quality of service within the system (col. 1, lines 29-3 1) 

20. Claim 7 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claim 1 . It is well known in the art that the underlying method of a 
given system is functionally equivalent to said system. Therefore, since claim 1 is rejected, then 
claim 7 is also rejected for the reasons above. A teaching regarding the method/system 
equivalence is available upon request. 

21. Claims 2, 3, 8, 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shobu 
and Baugher as applied to claims 1, 7 above, and further in view of Yoshida (5,594,867). 

22. For claim 2, Shobu does not expressly disclose that said terminal device comprises time 
zone determination means for determining, upon receiving said notification of transmission of 
the large volume of data from said server, whether the reception time is within a B-channel use- 
allowed time zone or not and when within the B-channel use-allowed time zone, transmitting 
said data transmission timing signal to said server. Yoshida teaches a data communication 
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apparatus (abstract; col. 1, line 5 - col. 2, line 30) which transmits in accordance with a reception 
time zone or a terminal from which data has been received- Furthermore, Yoshida teaches 
wherein said terminal device comprises time zone determination means for determining, whether 
the reception time is within a use-allowed time zone or not (col. 6, lines 1 8-50). At the time the 
invention was made, one of ordinary skill in the art would have used Yoshida' s time zone 
method in Shobu in order to control data access through pre-existing conditions (col. 2, lines 10- 
25). 

23. For claim 3, Shobu teaches wherein said terminal device will, if the time when said 
notification of transmission of the large volume of data is received from said server is, upon a 
lapse of a first predetermined time with the B-channels of all the ISDN communication devices 
connected to said digital service unit to which the terminal device in question is connected being 
all free, notifies said server of a transmission allowance to cause the server to transmit said large 
volume of data, and if the time when said notification of transmission of the large volume of data 
is received from said server is not within said B-channel use-allowed time zone and at that time, 
a part of the B-channels of all the ISDN communication devices connected to said digital service 
unit to which the terminal device in question is connected are free, notifies said server of a 
transmission non-allowance to cause the server receiving the transmission non-allowance to 
again notify said terminal device to the effect that large volume of data is to be transmitted by the 
D-channel packet exchange upon a lapse of a second predetermined time (see above). However, 
Shobu does not expressly disclose wherein notification is within a use-allowed time zone, 
Yoshida teaches wherein said terminal device comprises time zone determination means for 
determining, whether the reception time is within a use-allowed time zone or not (col. 6, lines 
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18-50). At the time the invention was made, one of ordinary skill in the art would have used 
Yoshida' s time zone method in Shobu in order to control data access through pre-existing 
conditions (col. 2, lines 10-25). 

24. Claims 8 and 9 are drawn to a method that effectively describes the activities undertaken 
by the hardware system as drawn in claims 2 and 3, respectively. It is well known in the art that 
the underlying method of a given system is functionally equivalent to said system. Therefore, 
since claims 2 and 3 are rejected, then claims 8 and 9 are also rejected for the reasons above. A 
teaching regarding the method/system equivalence is available upon request. 

25. Claims 4, 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shobu, 
Baugher, and Yoshida as applied to claims 1, 3, 7, 9 above, and further in view of Gregory 
(5,909,673). 

26. For claim 4, Shobu, Baugher and Yoshida fail to expressly disclose that said terminal 
device conducts calling to said server for downloading in place of said transmission allowance 
notification. Gregory teaches a method (abstract) of data processing systems (col. 1, line 1 - col. 
7, line 35) with this limitation (col. 6, lines 23-40). At the time the invention was made, one of 
ordinary skill in the art would have added this form of downloading to ensure that the client 
receives the proper elements from the server (col. 3, lines 59-63). 

27. Claim 10 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claim 4. It is well known in the art that the underlying method of a 
given system is functionally equivalent to said system. Therefore, since claim 4 is rejected, then 
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equivalence is available upon request. 
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A teaching regarding the method/system 



28. Claims 5, 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shobu and 
Baugher as applied to claims 1, 7 above, and further in view of Gregory (5,909,673). 

29. For claim 5, Shobu teaches that if there is at least one free B-channel line among all the 
ISDN communication devices connected to said digital service unit to which the terminal device 
in question is connected when the terminal device receives said notification of transmission of 
the large volume of data from said server (col. 3, lines 56-67). Shobu des not expressly disclose 
that said terminal device conducts calling to said server for downloading, as shown above. 
Gregory teaches this limitation (col. 6, lines 23-40). At the time the invention was made, one of 
ordinary skill in the art would have added this form of downloading to ensure that the client 
receives the proper elements from the server (col. 3, lines 59-63). 

30. Claim 1 1 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claim 5. It is well known in the art that the underlying method of a 
given system is functionally equivalent to said system. Therefore, since claim 5 is rejected, then 
claim 1 1 is also rejected for the reasons above. A teaching regarding the method/system 
equivalence is available upon request. 

31. Claims 6, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shobu, 
Baugher, and further in view of Corrigan et al. (5,966,636). 
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32. For claim 6, Shobu teaches a server-client type system in which at least one terminal 
device on a client side is connected to a server through an ISDN network and corresponding one 
or at least two digital service units (see above), wherein 



transmitted whose volume is not less than a predetermined value is generated, to 
said terminal device as a transmission destination to the effect that the large 
volume of data is to be transmitted together with a necessary data transmission 
time by the D-channel packet exchange (col. 3, lines 43-55; col. 4, lines 42-64); 
and 

ii. Transmission means for, after the reception of a data transmission 
allowance signal from said terminal device, starting transmission of said large 
volume of data using a B-channel to cause the terminal device to download the 
large volume of data (col. 5, lines 58-67), and 

b. Said terminal device comprises: 

iii. Announcement means for, upon receiving said notification of transmission 
of the large volume of data, announcing said data transmission time to authorize a 
user to determine allowance/non-allowance of transmission (col. 6, lines 15-41); 
and 

iv. Transmission allowance notifying means for notifying said transmission 
allowance signal by the D-channel packet exchange through operation of said user 
based on the announcement of said announcement means (col. 6, lines 1-4). 



a. 



Said server comprises: 



l. 



Notification means for notifying, when a large volume of data to be 
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33. Shobu does not expressly disclose notification with the data transmission time applied 
from said server, i.e. a necessary data transmission time. Corrigan teaches a method (abstract) 
for multiple access over randomized slots with collision detection in a cable telephony system 
(col. 1, lines 1-40), in which a necessary data transmission time is utilized (col. 1, lines 1 1-30). 
At the time the invention was made, one of ordinary skill in the art would have used a Corrigan 
transmission time in Shobu in order to increase the number of users that may operate on the 
system (col. 1, lines 19-21). 

34. Claim 12 is drawn to a method that effectively describes the activities undertaken by the 
hardware system as drawn in claim 6. It is well known in the art that the underlying method of a 
given system is functionally equivalent to said system. Therefore, since claim 6 is rejected, then 
claim 12 is also rejected for the reasons above. A teaching regarding the method/system 
equivalence is available upon request. 

Conclusion 

35. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin H Pollack whose telephone number is (571) 272-3887. 
The examiner can normally be reached on 8:00-4:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on (571) 272-3896. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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06 December 2004 




